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I. RESPONSE TO EXAMINER'S ARGUMENTS 

A. Response to Examiner's assertion that Appellants are missing statements 
in Appellants' Appeal Brief, as discussed on pages 3-4 of Examiner's 
Answer. 

The Examiner has asserted that certain statements, e.g., status of amendments 
filed after final rejection, issues section, grouping of claims section, do not appear in 
Appellants' Appeal Brief. Examiner's Answer, pages 3-4. Appellants note that the format 
of an Appeal Brief has changed as of September 13, 2004. Appellants' Appeal Brief was 
filed on July 1 9, 2005 and hence the new rules (37 C.F.R. §41 .37) govern what items are 
to be included in the Appeal Brief. The Examiner appears to be following the old rules 
and not the new rules as far as determining whether Appellants have included the 
appropriate statements. Appellants believe they have followed the new rules and have 
included the appropriate items. Appellants do acknowledge, however, not addressing the 
status of claim 1 under the section entitled "Status of Claims." Claim 1 has been allowed 
by the Examiner. 

B. Response to Examiner's argument, as discussed on pages 7-12 of 
Examiner's Answer, that the Examiner presented objective evidence and 
sufficient motivation for modifying Takahashi with No vis. 

The Examiner contests Appellants assertion that the Examiner admitted that 
Takahashi does not teach "wherein sufficiently-sized characters are displayed in a manner 
visible to the user without further magnification" as recited in claim 13. Examiner's 
Answer, page 9. Appellants are confused as to what portion of the above-cited limitation 
that the Examiner is admitting that Takahashi does not teach. Is it simply the clause 
"without further magnification"? If so, then it appears to Appellants that it is appropriate 
to say that Takahashi does not teach displaying sufficiently-sized characters in a manner 
visible to the user without further magnification . The "without further magnification" is 
connected to the other words in the claim limitation and it does not seem to make sense 
to discuss "without further magnification" without connecting the clause to the other 
words in the claim limitation. 
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Further, the Examiner asserts that the Examiner's motivation is proper since 
Novis suggests in the Background and Summary that magnification is necessary. 
Examiner's Answer, page 10. Appellants respectfully traverse. The Examiner has not 
specifically cited to any passage in the Background or Summary of Novis as evidence 
that Novis suggests that magnification is necessary. Instead, Novis teaches the need to 
integrate a smart card interface, as well as a cellular transceiver, and a visual display into 
a portable electronic device, while maintaining portability and ease in carrying the 
device. Column 1 , lines 60-63 . Novis further teaches that it is the purpose of the present 
invention to provide new and improved apparatus including a two-way voice 
communications transceiver, a smart card interface and a visual image display. Column 
2, lines 1-4. Novis further teaches that to provide for new and improved apparatus for 
viewing, editing and performing various types of wireless commercial, financial and 
service related transactions, utilizing smart card technology and wireless two-way voice 
transmissions and so on. Column 2, lines 5-9. There is no language in either the 
Background or Summary of Novis that suggests that magnification is necessary. The 
Examiner is relying upon his own subjective opinion which is insufficient to support a 
prima facie case of obviousness in rejecting claim 13. In re Lee, 61 U.S.P.Q.2d 1430, 
1434 (Fed. Cir. 2002). 

The Examiner appears to be asserting that it is sufficient evidence to show 
motivation to combine references by pointing out that the references are from the same 
class. Examiner's Answer, page 1 1 . The mere fact that references can be combined or 
modified does not render the resultant combination obviousness unless the prior art also 
suggests the desirability of the combination. In re Mills, 916 F.2d 680, 682,16 
U.S.P.Q.2d 1430, 1432 (Fed. Cir. 1990). This is the reason why simply having references 
from the same class is not sufficient evidence for establishing a prima facie case of 
obviousness. The Examiner is relying upon his own subjective opinion which is 
insufficient to support a prima facie case of obviousness in rejecting claim 13. In re Lee, 
61 U.S.P.Q.2d 1430, 1434 (Fed. Cir. 2002). 
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Further, the Examiner asserts that Appellants are only focusing on No vis in their 
argument that the Examiner has not provided objective motivation for modifying 
Takahashi with Novis. Examiner's Answer, page 1 1 . Appellants will attempt to clarify 
any misunderstanding. The Examiner's motivation does not address as to why one of 
ordinary skill in the art would modify Takahashi to display sufficiently-sized characters in 
a manner visible to the user without further magnification. Takahashi addresses the 
problem of having a display section of conventional portable telephone sets not being 
large enough for dealing with the amount of character data normally processed at a time 
in the portable telephone set. Column 2, lines 10-15. The Examiner cites column 2, lines 
14-15, 30-38; column 8, lines 31-39 of Novis as the source of motivation for modifying 
Takahashi to display sufficiently-sized characters in a manner visible to the user without 
further magnification. Examiner's Answer, pages 10-11. The passages cited in Novis as 
support for the Examiner's motivation teach that the purpose of the present invention of 
Novis is to perform transactions utilizing a smart card, which contains safe features to 
prevent unwarranted viewing and use of the information and the smart card. The 
Examiner's motivation (to perform transactions utilizing a smart card, which contains 
safe features to prevent unwarranted viewing and use of the information and the smart 
card) does not address as to why one of ordinary skill in the art would modify Takahashi 
to display sufficiently-sized characters in a manner visible to the user without further 
magnification. Performing transactions utilizing a smart card, which contains safe 
features to prevent unwarranted viewing and use of the information, is immaterial to 
overcoming the problems of Takahashi (having a display section of conventional portable 
telephone sets not being large enough for dealing with the amount of character data 
normally processed at a time in the portable telephone set). The Examiner must provide 
objective evidence as to why one of ordinary skill in the art would modify Takahashi to 
display sufficiently-sized characters in a manner visible to the user without further 
magnification. In re Lee, 61 U.S.P.Q.2d 1430, 1434 (Fed. Cir. 2002). The Examiner has 
not provided such evidence. Consequently, the Examiner's motivation is insufficient to 
support a prima facie case of obviousness for rejecting claim 13. Id. 
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C. Response to Examiner's argument as discussed on pages 12-14 of 
Examiner's Answer, that Takahashi and Novis, taken singly or in 
combination, teach the limitations of claim 13. 

The Examiner asserts that more content can be displayed in the open state 
(Examiner asserts that the open state, as taught in Takahashi, corresponds to the 
projection-view mode) than in the closed state (Examiner asserts that the closed state, as 
taught in Takahashi, corresponds to the direct- view mode). Examiner's Answer, page 1 3 . 
Appellants respectfully traverse for the reasons stated in Appellants' Appeal Brief. The 
Examiner has not provided any evidence supporting such a conclusion. 

Further, the Examiner asserts that Appellants argue the need for using Novis as a 
second reference. Examiner's Answer, page 1 3 . Appellants, on pages 6-9 of Appellants' 
Appeal Brief, are simply addressing the Examiner's rejections and are not asserting that 
the Examiner does or does not need to use Novis as a second reference in his rejection of 
"a personal communication device comprising a dual mode display for a user's viewing in 
both a direct- view mode, wherein sufficiently-sized characters are displayed in a manner 
visible to the user without further magnification, and in 'projection- view' mode, wherein 
more content can be displayed over that of the direct- view mode" as recited in claim 1 3 . 
Appellants are confused as to why the Examiner is asserting that Appellants are arguing 
the need for using Novis as a second reference. 

D. Other matters raised by the Examiner. 

All other matters raised by the Examiner have been adequately addressed above 
and in Appellants' Appeal Brief and therefore will not be addressed herein for the sake of 
brevity. 
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II. CONCLUSION 

For the reasons stated in Appellants' Appeal Brief and noted above, Appellants 
respectfully assert that the rejection of claim 13 is in error. Appellants respectfully 
request reversal of the rejection and allowance of claims 1, 3-8 and 10-14. 

Respectfully submitted, 
WINSTEAD SECHREST & MINICK P.C. 
Attorneys for Appellants 
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